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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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DETAILED ACTION 

Applicants' remarks and amendments filed on September 3, 2004 have 
been carefully considered. Claims 1 , 3-7, 9-12, and 15-36 are pending in this . 
application. 

Priority 

Acknowledgment is made of applicant's claim for foreign priority based on 
an application filed in Japan on June 9, 2000. Again, it is noted that applicant 
has not filed a certified copy of the 2000-173840 application as required by 35 
U.S.C. 119(b). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

1 . Claims 1 , 3-7, 9-12, and 1 5-36 are rejected under 35 U.S.C. 1 03(a) as 
being unpatentable over Minabe (5,961,394). Regarding 1, 7, 15-16, and 23, 
Minabe discloses a wood-type, golf club head comprising a shaft 26 attached to 
a hollow metal head 12 wherein the metal head (Figure 1) including a plurality of 
pieces (upper surface 20, side periphery bottom surface 22, face member 10) are 
welded together by laser welding (Col. 4, lines 1-14). With respect to the face 
member having a plurality of pieces and fixed together by laser welding, it is 
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conventional for golf club's manufacture to fabricate the club head body into 
plurality of pieces to facilitate assembly, optimize mass distribution, and improve 
structural strength. (See USPN 5,423,535 for one or more face piece 
component(s) as shown in Figs. 23-26 and Col. 1, lines 40-55; Col. 2, lines 7-44; 
Col. 3, lines 17-53; and Col. 4, lines 19-39). Minabe discloses joining of club 
parts by laser welding technique, but does not discloses laser welding the face 
member including a plurality of pieces. However, Applicant should note that by 
providing a plurality of face pieces, then laser welding the pieces together will 
inherently result more welding seams and labor cost. Addition, it would have 
been obvious in view of Minabe to one having ordinary skill in the art to either 
laser welding a single piece face member or laser welding face member with 
plurality of pieces since welding a single face member or welding a plurality of 
face members is merely a duplication of welding process for joining club parts. 
With respect to the rolling or forging of metal sheets, it is conventional to 
manufacture metal parts by rolling, forging, casting, stamping, and punching, and 
it would have been obvious to do so here to facilitate assembly. (See USPN 
5,423,535, Col. 2, lines 8-10). Note, the recitation of the limitation with respect to 
the laser welding process of the face members is a product by process limitation, 
and product-by-process claim is the same or obvious from a product of the prior 
art, the claim is unpatentable even through the prior product was made by a 
different process. In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. 
Cir. 1985). Regarding claims 3-4 and 9-10, Minabe discloses a face member 10 
with thickness ranging from 2.5-3.5 mm and head body 12 with thickness about 
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1.2 mm (Col. 3, lines 25-37), and different alloy materials can be welded 
together. Regarding claims 5-6 and 11-12, Minabe's club head appears to 
disclose least 60% of the metal pieces are made of the same material (Col. 3, 
lines 4, lines 23-27) and the difference in melting points between metal pieces 
less than 250° or less. With respect to laser welding the metal pieces so that the 
metal pieces appear on an outside common surface of the striking face member 
in claim 7, Minabe shows laser welding of the face member 10 with the head 
body 12 along the periphery front edge and welding along the periphery edge is 
on the outside common surface of the striking face. Regarding claims 17-18, 
Minabe shows the welding of outer piece (22) overlapping the inner piece (10). 
Regarding claim 1 9, Minabe appears to show the laser welding surface form of a 
smooth continuous surface. Regarding claim 20, Minabe discloses the face 
member 10 is plastically deformed to form the face shape by forging process. 
(Col. 3, lines 40-41). Regarding claim 33, it is conventional to sand and/or buff or 
post machining to remove the burr resulting from laser welding and it would have 
been obvious to do so here to provide a smooth finish surface for priming and 
painting. Regarding claim 34, it is conventional to manufacture metal parts by 
rolling, forging, casting, stamping, and punching, and it would have been obvious 
to do so here to facilitate assembly. Claims 21-22 recite limitations similar to 
claims 7 and 19; thus, claims 21-22 are rejected for the same reasons as applied 
to claims 7 and 19, above. Regarding claims 24, 27, and 30, Minabe discloses a 
hollow club head body 12 comprising a shaft (26), opening in the crown (Fig. 1). 
Minabe does not disclose expressly a crown member made of a plurality of 



Application/Control Number: 10/000,219 
Art Unit: 1764 

pieces and the piece appears on the outside of the crown member and fixed by 
laser welding; and a side wall member made of plurality of pieces and the pieces 
appears on the outside of the crown member. However, providing a crown 
member, a side wall member, and a sole member with one piece, two pieces, 
three pieces, and so on, and joining these pieces by laser welding to form a club 
head is merely a duplication of forming plural club parts and duplication of 
welding process. It would have been obvious in view of Minabe to one having 
ordinary skill to manufacture club head with a few parts or multiple club parts and 
joining a few club parts or multiple club parts by laser welding technique, since 
providing club parts into plurality of pieces are merely a duplication of making 
smaller club parts, which inherently increases labor cost. Claims 25-26, 28-29, 
and 31-32 recite limitations similar to claim 1; thus, claims 25-26, 28-29, and 31- 
32 are rejected for the same reasons as applied in claim 1 , above. Claim 35 
recites limitations similar to claim 33; thus, claim 35 is rejected for the same 
reasons as applied to claim 33, above. Claim 36 recites limitations similar to 
claim 34; thus, claim 36 is rejected for the same reasons as applied to claim 34, 
above. 

Response to Arguments 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. USPN 5,423,535 is cited to shows conventional technique 
of fabricating striking face with a plurality of face-piece component(s). 
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Applicant's arguments filed September 3, 2004 have been fully considered 
but they are not persuasive. (1 ) With respect to the argument of Minabe does 
not disclose or suggest metal pieces that "appear on striking face of the head 
and are fixed together by laser welding", Examiner agrees with such remarks; 
however, the cited reference USPN 5,423,535 provides support for conventional 
technique of fabricating one or more face-piece components (Figs. 23-26) to 
optimize weight distribution, hardness, and aesthetic appearance (Col. 2, lines 
1 3-20). (2) With respect to the argument of Minabe does not disclose or suggest 
laser welding the face member including a plurality of pieces. Examiner 
respectfully disagrees since Minabe discloses laser welding of the face member 
10 with the head body 12 along the periphery front edge and welding along the 
periphery edge is on the outside common surface of the striking face. In 
addition, the recitation of the limitation with respect to the laser welding process 
of the face members is a product by process limitation, and product-by-process 
claim is the same or obvious from a product of the prior art, the claim is 
unpatentable even through the prior product was made by a different process. In 
re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). (3) 
Examiner respectfully disagrees with respect to the argument of Minabe does not 
disclose or suggest welding a plurality of pieces to form a single part and 
"subsequently perform post-machining to this part to form a golf club surface." 
The recitation of such limitation is a product-by-process claim and the claim is 
unpatentable even through the prior art product was made by a different process. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Tom P Duong whose telephone number is 
(571) 272-2794. The examiner can normally be reached on 8:00AM - 4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Glenn Caldarola can be reached on (571) 272-1444. The 
fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 



Tom Duong 
December 2, 2004 
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Supervisory Patent Examiner 
Technology Center 1700 



